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DETAILED ACTION 

Election/Restriction 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-36, and 62, pharmaceutical compositions, classifiable in class 536, 
subclass 24.5. 

II. Claims 37-61, and 63, drawn to methods of administration of a aerosolized nucleic 
acid into the lungs, and a device therefor, classifiable in class 514, subclass 44. 

2. The inventions are distinct, each from the other because of the following reasons: 

3. Inventions I and II are related as product and process of use. The inventions can be 
shown to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product (MPEP 

§ 806.05(h)). In the instant case the product may be used in a materially different process of 
using as hybridization probes for genes. 

4. Claims 1-61 are generic to a plurality of disclosed patentably distinct species comprising 
oligonucleotides linkages wherein at least one linkage is: 

A 1 / 3'-methylenephosphonate linkage 

B 1 / Non-phosphorus containing oligonucleoside linkage 

CI/ 2-5' linkage 
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Dl/ 3-deoxy-3 -amino phosphoramide linkage. 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species, even though 
this requirement is traversed. 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S.C. 103( a) of the other invention. 

5. Claims 1-17, and 33-61 are generic to a plurality of disclosed patentably distinct species 



comprising 


antisense oligonucleotides that 


A2/ 


Gene coding for a cytokine 


B2/ 


Gene coding for ICAM-1 


C2/ 


Gene coding for ELAM-1 


D2/ 


Gene coding for VCAM-1 


E2/ 


Gene coding for B7-1 


F2/ 


Gene coding for B7-2 


G2/ 


Gene coding for CD40 


H2/ 


Gene coding for LFA-3 


12/ 


Gene coding for PEC AM- 1 
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J2/ Gene coding for a ras oncogene 
K2/ Gene coding for a H-ras oncogene 
L2/ Gene coding for a K-ras oncogene 
M2/ Gene coding for Protein Kinase C 

N2/ A unique portion of the genome of Mycobacterium tuberculosis 
02/ A unique portion of the genome of A/, bovis 
P2/ A unique portion of the genome of Streptococcus pneumoniae 
Applicant is required under 35 U.S.C. 121 to elect a single disclosed species, even though 
this requirement is traversed. 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

6. Claims 62 and 63 are generic to a plurality of disclosed patentably distinct species 
comprising oligonucleotides linkages wherein at least one linkage is: 



A3/ 



ISIS-15839 



B3/ 



ISIS-13312 



C3/ 



ISIS-9605 
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D3/ ISIS-9606 
E3/ ISIS-14859 
F3/ ISIS- 17709 
G3/ ISIS- 17044 
H3/ ISIS-28089 
13/ ISIS-104838 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species, even though 
this requirement is traversed. 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

7. Applicants are required to elect a single disclosed species as set forth in paragraph 4, a 
single disclosed species as set forth in paragraph 5, and a single disclosed species as set forth in 
paragraph 6, wherein said paragraphs 4-6 are of the instant Restriction Requirement. 

8. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art because of their recognized divergent subject matter, restriction for 
examination purposes as indicated is proper. 
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9. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the currently 
named inventors is no longer an inventor of at least one claim remaining in the application. Any 
amendment of inventorship must be accompanied by a petition under 37 CFR 1.48(b) and by the 
fee required under 37 CFR 1.17(1). 

1 0 Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Mark L. Shibuya (SRC), J.D., Ph.D., whose telephone number is 
(703) 308-9355. 

11. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, George Elliott, Ph.D. may be reached at (703) 308-4003. 

12. Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group receptionist whose telephone number is (703) 308-0196. 
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